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Alexandria, VA22314 

P RE-APPEAL BRIEF BEQI2E&I FQR REYBBW 

Sir: 

Applicant respectfully requests a pre*appeal brief review of the examiner* s rejections in 
the final office action, mailed 28 December 2007 (hereafter "FOA"), A Notice of Appeal and 
Pre-Appeal Brief Request for Review Form are filed with this Request. 

ARGUMENTS 

Claims 1-3, 6-10, 13-18 and 20-28 and 54 are pending. Claims 29-53 have been 
withdrawn. The applicant respectfully submits that the rejection of the claims under 35 USC 
1 03(a) in the Final Office Action is improper because it contains at least four clear factual or 
legal errors, discussed below. 

Claims 1-3, 6-10, 13-18, 20-28 and 54 were rejected under 35 USC 103(a) as being 
unpatentable over U.S. Patent No. 6,877, 137, Rivette et al. ("Rivette % 1 3 7") in view of U.S. 
Patent No. 6,687,878, Eintracht et al, ("Eintracht"). The final Office Action fails to make a 
prima facie case of obviousness under 35 USC 103(a) because it does not consider limitations in 
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the independent claims. In overview, independent claims 1, 18, 25 and 21 recite elements that 
that are neither disclosed nor suggested in Rivette * 137 or Eintracht, for example: 

• "at least one merge component configured to retrieve the at least one document . . 
to retrieve the at least one annotation ., and to combine the annotation data and 
the document data to form a unitary single logical document* the single logical 
document displaying the annotation embedded seamlessly in the document 
data." (Claim 1; see also independent claims 18, 25.) 

• "at least one split component configured; to extract the annotation data and the 
document data from the single logical document .„ y to update the at least one 
document ...from the extracted document data,. (Independent claim 18; see 
also dependent claim 7.) 

Accordingly, the document (such as a patent) can be marked up with annotations, so that 
the document appears to have additional physical information seamlessly embedded therein and 
the marked-up document presents a unitary appearance. However, the annotations for different 
users are maintained separately so that unrelated users are protected from disclosing their 
marked-up documents to each other. (Specification page 32, lines 1-13). 

The final office action admits that Rivette * 137 does not teach the merge component or 
the split component, and cites Eintracht as teaching these elements. Eintracht's client displays 
document data (i.e., "image data") (FIG. 6, steps 118, 122), retrieves annotation data (i.e., 
"notes") from the server (step 124), stores notes received from the server within a local note 
database (step 134), and then displays the notes (step 136) in the form of a "stick note** that 
appears on top of the image (see also CoL 14, line 59 to Col. 15, line 14). Changes to the notes 
are buffered and returned to the server far synchronization. 

2 
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First, the final office action erroneously considers that Eintracht' s layering of the notes 
over the image constitutes the merge component with the unitary single logical document 
displaying the annotation embedded seamlessly in the document data (FOA, page 10, lines 9-18). 
Eintracht FIG, IB illustrates the annotations overlying the document (Col. 14, lines 17-19). A 
mark-up of Eintracht FIG. IB is reproduced below, showing the single document window (14) in . 
which annotations (16) are displayed over the image but are not part of the image itself: 




10 

V 



As one can easily see, Eintracht's annotations (16) are not embedded "seamlessly" in the 
document (14). To the contrary, Eintracht refers to its annotations (1 6) as "stick" notes, and they 
have visible seams. An "annotation with seams layered on the document data" is clearly not 
embedded "seamlessly," no matter how the term "seamlessly" is interpreted. Consequently, 
Rivette * 137 and Eintracht fail to teach or suggest combining the annotation data and document 
data to form a single logical document "displaying the annotation embedded seamlessly in the 
document data." 

3 
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Second, independent claim 1 8 additionally recites "at least one split component 
configured: to extract the annotation data and the document data from the single logical 
document." (See also dependent claim 7.) 37 CFR 1.104 requires that the particular part relied 
on must be designated and the pertinence must be clearly explained. The final office action 
argues that Eintracht teaches the split component (FOA page 12, line 1 1 to page 14, line 3 and 
page 31, line 15 to page 33, line 33), but never discusses where a reference teaches the limitation 
"to extract the annotation data and the document data from the single logical document" and 
appears to have completely skipped this limitation. For example, the final office action's quote 
from claim 18 is simply missing this limitation. The final office action's detailed discussion of 
claim 7 (FOA, page 16, line 12 to page 18, line 1 1) mentions the word "extract" but is similarly 
deficient, since it is copied from the rejection of independent claim 1 8. The omission of 
discussion of this element is not trivial since Eintracht's notes are not "extracted" from the singLe 
logical document; to the contrary, changes to notes are entered in the client's local notes database, 
buffered in the client's note buffer, and later posted as Annotation Events to the server to be 
merged into the server's Notes Database (Col. 15, lines 39-40; Col 16, lines 2-19). Where is 
Eintracht's "extraction" of "annotation data and document data from the single logical 
document"? 

Third, in comparison to claims 7 and 1 8, Eintracht does not update the document data 
(image) from the alleged unitary document - Eintracht discloses updating only the notes. The 
final office action completely skipped this element. 

Fourth, in the rejection of claim 54, the final office action's reliance on incorporating the 
Microsoft Word for Windows Users Guide, 1994, "by reference in their entirety" (FOA, page 30, 
lines 1-3) is improper. The reference must be made of record and the rejection of claim 54 must 

4 
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be withdrawn so that applicant can address the rejection, (See applicant's Amendment filed 31 
October 2007, page 25, lines 1-11 for discussion, here applicable to claim 54.) 

For at least these reasons, the final office action contains clear legal and factual errors and 
has failed to make a prima facie case of obviousness with respect to independent claims 1,18 
and 25 and dependent claim 7. The dependent claims are similarly patentable over the references, 

In view of the foregoing, the applicant submits that there are clear errors in the rejection 
of claims 1-3, 6-10, 13-1 8 and 20-28 and 54. If questions relating to patentability remain, the 
examiner is invited to contact the undersigned by telephone. 

If there are any problems with the payment of fees, please charge any underpayments and 
credit any overpayments to Deposit Account No. 50-1 147. 



Posz Law Group, PLC 

12040 South Lakes Drive, Suite 101 

Reston, VA 20191 

Phone 703-707-9110 

Fax 703-707-9112 

Customer No, 23400 




Respectfully submitted, 



Cynthia K. Nicholson 
Reg. No. 36,880 
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